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closed in accordance with the practice under Ex parte Quayle, 1935 CD. 11, 453 O.G. 213. 
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5) D Claim(s) is/are allowed. 
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Restriction to one of the following inventions is required under 35 U.S.C. 121 : 

I. Claim 1 5, drawn to making cobalt carbonate, classified in class 423, subclass 
138+. 

II. Claims 1 6-25, drawn to making Cobalt hydroxide, classified in class 423, 
subclass 594.19. 

III. Claims 26-29, drawn to cobalt carbonate, classified in class 423, subclass 430. 
(Note: claims submitted as '18-23' have been renumbered as 24-29) 

The inventions are distinct, each from the other because: 

Inventions I and III are related as process of making and product made. The inventions 
are distinct if either or both of the following can be shown: (1 ) that the process as claimed can 
be used to make other and materially different product or (2) that the product as claimed can be 
made by another and materially different process (MPEP § 806.05(f)). In the instant case the 
product can be made by carbonating a solution of Co oxide. 

Inventions I and II are not related and require differing conditions. 

Inventions III and II are related as product and process of use. The inventions can be 
shown to be distinct if either or both of the following can be shown: (1 ) the process for using the 
product as claimed can be practiced with another materially different product or (2) the product 
as claimed can be used in a materially different process of using that product (MPEP 
§ 806.05(h)). In the instant case the product can be used as a carbon-dioxide generant or and 
adsorbent. 

Because these inventions are distinct for the reasons given above and have acquired a 
separate status in the art as shown by their different subject matter and classification, restriction 
for examination purposes as indicated is proper. 

During a telephone conversation with Mr. Gil on 4/13/05 a provisional election was made with 
traverse to prosecute the invention of Group II, claims 16-25. Affirmation of this election must be 
made by applicant in replying to this Office action. Claims 15 and 26-29 are withdrawn from 
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further consideration by the examiner, 37 CFR 1 .142(b), as being drawn to a non-elected 
invention. 

The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

Claims 20-25 are rejected under 35 U.S.C. 112, second paragraph, as being indefinite for 
failing to particularly point out and distinctly claim the subject matter which applicant regards as 
the invention. 

A) Claim 23 is unclear and appears to recite a trademark. Also, 'the reactant' in claims 23-25 
has no antecendent. 

B) Claim 21 is unclear as to when this step could take place. 

C) In claim 20, it is not clear why 'densities' is plural. 

D) Claim 22 is unclear as to what uniform means- over several runs? 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
states ° n ' n th ' S C ° Untry ' m ° re than ySar Pri ° r l ° the d3te ° f a PP lication for P atent in tne Unite d 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 

obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 1 02 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains 
Patentability shall not be negatived by the manner in which the invention was made. 

Claims 16-20 are rejected under 35 U.S.C. 102(b) as anticipated by or, in the alternative, 
under 35 U.S.C. 103(a) as obvious over Hidaka et al. 5250101 . 

Hidaka teaches in column 1 and ex. 2 making metal or hydroxide by reacting BCC 'slurry' with 
an acidic anion which is therefore basic. The fact that acid is then immediately added does not 
detract from this, as the claims are open to further steps. Also, the claims are interpreted to 
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include processes where only one alkaline liquor is added. No difference is seen in the product, 
nor versus a 'suspension'; the overlapping numerical ranges (e.g. size) renders the claims 
unpatentable- see In re Malagari 182 USPQ 549. 

In so far as the rejection is made under '103 and a suspension differs from a slurry, then using 
a (lesser) concentration effective to yield a suspension is an obvious expedient to prevent 
reactor plugging. 



Claims 16-20 are rejected under 35 U.S.C. 103(a) as being unpatentable over SU '570. 
The reference teaches treating BCC with hydroxide to make cobalt hydroxide. The abstract 
does not teach the suspension or other details, however using the claimed concentration to 
make the product is an obvious expedient of process optimization; In re Boesch 205 USPQ 215. 



This application currently names joint inventors. In considering patentability of the 
claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of the various 
claims was commonly owned at the time any inventions covered therein were made absent any 
evidence to the contrary. Applicant is advised of the obligation under 37 CFR 1 .56 to point out 
the inventor and invention dates of each claim that was not commonly owned at the time a later 
invention was made in order for the examiner to consider the applicability of 35 U.S.C. 103(c) 
and potential 35 U.S.C. 102(e), (f) or (g) prior art under 35 U.S.C. 103(a). 



Any inquiry concerning this communication should be directed to examiner Hendrickson 
at telephone number (571 ) 272-1 351 . 




Stuart Hendrickson 
examiner Art Unit 1754 



